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JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1-8 and 10-22, which
constitute all the clains remaining in the application.

The di sclosed invention pertains to an apparatus for

conpressing video signals containing pixel inmge data.
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Representative claim1l is reproduced as foll ows:

1. Apparatus for conpressing an inmage representative
vi deo signal containing pixel data conprising:

means for estimating noise in said video signal and
provi di ng an out put;

means for generating residues having | ower and hi gher
anpl i tude conponents, said residues representing differences
of pixel val ues between predicted pixel values and real pixel
val ues of a current frame of said video signal being
conpr essed;

nonl i near processi ng nmeans, coupled to said generating
nmeans, for attenuating |lower anplitude residues greater than
hi gher anplitude residues and provi di ng processed residues at
an output, wherein a transfer function of said nonlinear
processing neans i s responsive to said noise estinmate; and

transform nmeans for transform ng said processed residues
and providing a conpressed video data out put.

The exam ner relies on the follow ng references:

Zdepski et al. (Zdepski) 5, 005, 082 Apr. 02, 1991

Ishii et al. (Ishii) 5, 051, 826 Sep. 24, 1991

Stott et al. (Stott) 2,196, 205 Apr. 20, 1988
(UK Application)

Gotz et al. (Gotz) 0, 346, 636 Dec. 20, 1989

(Eur opean Application)
The follow ng rejections are on appeal before us:
1. Cdains 10 and 11 stand rejected under 35 U S.C. 8§
112, second paragraph, for failing to particularly point out

and distinctly claimthe invention.

-2-



Appeal No. 1998-2556
Appl i cation 08/571, 044

2. Clainms 1, 2, 4, 5, 8, 10, 12, 14 and 15 stand
rejected under 35 U.S.C. §8 102(a) as being anticipated by the
di scl osure of Gotz.

3. Cains 16, 17, 21 and 22 stand rejected under 35
U S.C. 8 103 as being unpatentable over the teachings of Gotz
t aken al one.

4. Clainms 3, 11, 13, 18 and 19 stand rejected under 35
U.S.C. §8 103 as being unpatentable over the teachings of Gotz
in view of Zdepski .

5. Cdains 6 and 20 stand rejected under 35 U S.C. §
103 as bei ng unpatentabl e over the teachings of G otz in view
of Stott.

6. Caim7 stands rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over the teachings of Gotz in view of
I shii.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON
We have carefully considered the subject matter on

-3-



Appeal No. 1998-2556
Appl i cation 08/571, 044

appeal, the rejections advanced by the exam ner and the

evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the prior art rejections. W have,

i kewi se, reviewed and taken into consideration, in reaching
our decision, the appellants’ argunents set forth in the brief
along with the examner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

exam ner’ s answer.

It is our view, after consideration of the record
before us, that clains 10 and 11 are not in conpliance with 35
Uus.C
§ 112. W are also of the viewthat the prior art relied upon
by the exam ner does not support any of the prior art
rejections. Accordingly, we affirmin-part.

We consider first the rejection of clains 10 and 11
under the second paragraph of 35 U.S.C. § 112. The rejection
states that there is no clear antecedent basis for the phrase
“said coring function” in these clains. W note that
appel l ants have not responded to this rejection. Since we
agree with the exam ner that there is no antecedent basis for
the phrase “said coring function,” and since appell ants have
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offered no argunent in rebuttal of the rejection, we sustain
the examner’s rejection of clains 10 and 11 under the second
paragraph of 35 U. S. C

§ 112.

We next consider the rejection of clainms 1, 2, 4, 5,
8, 10, 12, 14 and 15 as being anticipated by the disclosure of
Gotz. These clains stand or fall together as a single group
Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every elenent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).
Wth respect to representative, independent claiml,
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t he exam ner indicates how he perceives the clainmed invention
to be fully net by the disclosure of Gotz [answer, pages 4-
5]. Appellants respond that G otz has no “neans for
estimating noise” as recited in claiml. Since there is no
means for estimating noise in Gotz, appellants al so argue
that Grotz has no nonlinear processing neans with a transfer
function which is responsive to the noise estimate [brief,
pages 5-7]. The exam ner responds that the MCFE circuit of
Gotz inherently functions to estimate noise since Gotz
reduces snmall noise-Ilike disturbances through errors in the
not i on- conpensat ed prediction and the DCT codi ng [ answer,
pages 13- 14].

After a careful consideration of the Grotz disclosure,
we agree with appellants that G otz does not anticipate the
invention of claim1. Although G otz does disclose that his
system can reduce small noise-like disturbances, G otz does
not achieve this function by controlling a nonlinear
processi ng neans as a function of a determ ned noi se estinate
signal. As pointed out by appellants, there is no disclosure
in Gotz of estimating noise and using that estinmate as a
control paraneter. Gotz estimates the picture information
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itself based on notion estimation, and not the noise. W
agree with appellants that estimating notion conpensated
picture information is not a noise estimate, nor does it
i nherently involve a nmeans for estimating noise.

If a prior art reference does not expressly set forth
a particular elenent of the claim that reference still may
anticipate if that elenment is “inherent” in its disclosure.
To establish inherency, the extrinsic evidence “nmust make
clear that the mssing descriptive matter i s necessarily
present in the thing described in the reference, and that it
woul d be so recogni zed by persons of ordinary skill.”

Continental Can Co. v. ©Monsanto Co., 948 F.2d 1264, 1268, 20

USPQ2d 1746, 1749 (Fed. Cir. 1991). “lnherency, however, may
not be established by probabilities or possibilities. The
mere fact that a certain thing may result froma given set of
circunstances is not sufficient.” |d. at 1269, 20 USPQ2d at

1749 (quoting In re Celrich, 666 F.2d 578, 581, 212 USPQ 323,

326 (CCPA 1981). The record before us does not
support the exam ner’s assertion that G otz inherently has a
means for estimating noise as recited in i ndependent claim 1.
Since all the recitations of claim1 are not present in the
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G otz disclosure, we do not sustain the examner’s
anticipation rejection of claiml or of clains 2, 4, 5, 8, 10,
12, 14 and 15 which depend therefrom based on the Gotz
di scl osure.

We now consi der the various rejections of the clains
under 35 U.S.C. 8 103. In rejecting clainms under 35 U S. C
8§ 103, it is incunbent upon the exam ner to establish a
factual basis to support the |egal conclusion of obviousness.

See In re Fine, 837 F.2d 1071, 1073, 5 USPQd 1596, 1598 ( Fed.

Cir. 1988). 1In so doing, the exam ner is expected to make the

factual determ nations set forth in G ahamv. John Deere Co.,

383 U.S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to conbi ne
prior art references to arrive at the clained invention. Such
reason nust stem from sonme teaching, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ@2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G|,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,
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227 USPQ 657, 664 (Fed. G r. 1985), cert. denied, 475 U S

1017 (1986); ACS Hosp. Sys., Inc. v. Mntefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prim facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USP2d 1443, 1444 (Fed. Cir. 1992). |If that burden is net,
the burden then shifts to the applicant to overcone the prim
facie case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunents. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents

actual ly made by appel |l ants have been considered in this
deci sion. Argunents which appellants coul d have nade but
chose not to nake in the brief have not been considered [see
37 CFR

§ 1.192(a)].
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The remai ni ng i ndependent clains are clains 17 and 22.
Clainms 17 and 22 are rejected based on Gotz taken al one.
Since claim 22 has the sane neans for estimating noise
recitations as we considered in claim1 above, the exam ner’s
rejection of claim?22 nust fail because there is no teaching
or suggestion of a neans for estimating noise in Gotz.
| ndependent claim 17 does not recite a neans for estimating
noi se, but instead, recites details of the transfer function
of a nonlinear processing neans having a coring w ndow. The
exam ner admits that Grotz does not teach transfer functions
having the properties set forth in claim17, but the exam ner
finds that the artisan having general know edge of noise
reduction i mage processing systens “woul d have had no
difficulty” in providing such transfer functions [answer,
pages 6-7]. Appellants respond that neither “general
know edge” nor any of the cited references suggest transfer
functions having the properties recited in claim17 [brief,

pages 7-8].

We agree with appellants that the prior art applied by

-10-



Appeal No. 1998-2556
Appl i cation 08/571, 044

t he exam ner does not support the obviousness rejection as
formul ated by the examiner. The nmere fact that the prior art
may be nodified in the manner suggested by the exam ner does
not meke the nodification obvious unless the prior art

suggested the desirability of the nodification. In re Fritch,

972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed. Cr. 1992);

In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.

Cr. 1984). Gotz taken alone (with or wi thout genera

know edge) does not suggest transfer functions having the
properties recited in claim17. The only basis for making the
nmodi fi cation proposed by the exam ner cones from an i nproper
attenpt to reconstruct appellants’ invention in hindsight.
Therefore, we do not sustain the rejection of clains 17 and 21
based on G otz taken al one.

Al t hough dependent clainms 3, 6, 7, 11, 13 and 18-20
are rejected using the additional teachings of Zdepski, Stott
or Ishii, none of these additional references overcones the
basic deficiency in Gotz discussed above. Therefore, we al so
do not sustain any of the rejections of clains 3, 6, 7, 11, 13

and 18- 20.
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In summary, we have sustained the rejection of clains
10 and 11 under 35 U.S.C. § 112 because appel |l ants have
of fered no response to the rejection. W have not sustained
any of the prior art rejections of clainms 1-8 and 10-22.
Accordingly, the decision of the examner rejecting clains 1-8
and 10-22 is affirnmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JERRY SM TH
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

STUART N. HECKER
Adm ni strative Patent Judge

N N N N N N N N N N N N

-12-



Appeal No. 1998-2556
Appl i cation 08/571, 044

JS/ ki

Joseph S. Tri pol

Pat ent Operations-GE and RCA
Li censi ng Managenent QOperation
CN 5312

Princeton, NJ 08543-0028

, Inc.
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